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DETAILED ACTION 

Specification 

1 . The disclosure is objected to because of the improper reference made to claims. 
Claims are often amended or canceled during prosecution of an application; therefore, a 
description referring to a particular claim renders the description meaningless or 
incomprehensible once the claim is amended or canceled. Accordingly, description 
such as at page 2, lines 23-24 must be amended to be independent from claim 
references. 

2. The specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting 
any errors of which applicant may become aware in the specification. 

Claim Rejections - 35 USC § 101 

3. Claims 7-1 1 are rejected under 35 U.S.C. 101 because the claimed recitation of 
a use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. Claims 1-14 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 is indefinite because it recites a broad limitation "building structures" and 
also recites "dikes/levees" which is the narrower statement of the limitation. A broad 
limitation together with a narrow limitation that falls within the broad range or limitation 
(in the same claim) is considered indefinite, since the resulting claim does not clearly 
set forth the metes and bounds of the patent protection desired. See MPEP § 
2173.05(c). Note the explanation given by the Board of Patent Appeals and 
Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as 
to where broad language is followed by "such as" and then narrow language. The 
Board stated that this can render a claim indefinite by raising a question or doubt as to 
whether the feature introduced by such language is (a) merely exemplary of the 
remainder of the claim, and therefore not required, or (b) a required feature of the 
claims. Note also, for example, the decisions of Ex parte Steigewald, 131 USPQ 74 
(Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 
USPQ 481 (Bd. App. 1949). 

Claims 7-1 1 provide for the use of a material but, since the claims do not set forth 
any steps involved in the method/process, it is unclear what method/process applicant 
is intending to encompass. A claim is indefinite where it merely recites a use without 
any active, positive steps delimiting how this use is actually practiced. 

Claim 7 further suffers the same deficiency of claim 1 . 
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Claim 9 further suffers the same deficiency of claim 1 , and in this case, the broad 
limitation is "plastic material" and the narrower limitation is "polyvinyl chloride". 

Claim 12 is indefinite because the claim describes a product as a method, i.e. 
"produced by means of a material". Further, the claim recites "a receptacle in 
accordance with claim 8"; however, claim 8 is not directed to a receptacle but rather the 
use of a material. Note also that claim 8 is indefinite because it is a use claim for 
reasons set forth above. Claim 1 2 is further indefinite because the preamble "The 
building material" has no antecedent basis. Additionally, Claim 12 suffers the same 
deficiency of claim 1 . 

Claim 13 is indefinite because the method steps are not positively recited. It is 
suggested that the method steps be converted to active voice rather in passive voice as 
in the present form. It is unclear whether the hydrophobing agent is mixed alone or with 
the sand and/or the mineral. In addition, it is unclear whether the "grain size" is referred 
to grain size of the whole material, of the sand and/or the mineral, or of the 
hydrophobing agent. 

Claim 14 is indefinite because the method steps are not positively recited. 

Other claims are deemed indefinite in view of their dependency upon claim 1 . 
Claim Rejections - 35 USC § 102 
6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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7. Claims 1, 3-8 and 12-14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by the Patent GB 370,878 ("GB'878"). 1 

Claim 1: GB'878 teaches a building material comprising a sand and/or mineral being 
coated with a hydrophobing agent. See page 1 , lines 74-87 and claim 2. 
Claim 3: see page 1, lines 81-87. 

Claim 4: Sand naturally exists within the particle size range as claimed. 

Claims 5-6: See page 1 , lines 75-76. "Earths" is natural rock and lime-stone is a 

calcium carbonate. 

Claims 7 and 8: page 2, lines 45-56. 

Claim 12: See rejections to claims 1-8 above. 

Claims 13-14: See claims 1-5.; page 1, lines 74-87; and rejection to claims 1 and 3-8 
above. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 3 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Patent GB 370,878 ("GB'878") as applied to claims 1, 3-8, 12-14 above, and further in 
view of the patent JP 61-291441 ("JP'441"). 2 



1 Copy provided by Applicant. 

2 Copy provided by Applicant. 
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JP'441 teaches a method of waterproofing calcium carbonate mineral with 
calcium stearate. Therefore, one of ordinary skill in the art would have been motivated 
by the teaching of JP'441 to employ calcium stearate as the hydrophobing agent on 
calcium carbonate. 

1 0. Claims 4 and 7-1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Patent GB 370,878 ("GB'878") as applied to claims 1, 3-8, 12-14 above, and 
further in view of the discussion below. 

Regarding claim 4, one of ordinary skill in the art would have arrived at the 
particle size within the claimed range through obvious routine experimentation or would 
have selected the particulate within the claimed particle size depending on the desired 
results. Regarding claims 7-1 1 , at page 2, lines 45-56, GB'878 suggests handling and 
storing of the building material in protective packings. Therefore, one having ordinary 
skill in the art would have found it obvious to handle or apply the building materials in 
various manner as recited in claims 7-1 1 as such applications of building materials are 
conventional in the art. See for examples, US Patent No. 4,208,432 to Roth; USP No. 
5,091 ,002 to Schamberg et al, or USP No. 5,766,323 to Butler et al. 

1 1 . References are cited as art of interest. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to H. T. Le whose telephone number is 571 -272-1 51 1 . 
The examiner can normally be reached on 9:30 a.m. to 6:00 p.m., Mondays to Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

H. (Holly) T. Le 
Primary Examiner 
Art Unit 1794 

March 29, 2008 



